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I. The proposed motivations for combining Monot with Li et al have no support within 
those references. 

The claims of Group A were rejected over the combination of Monot with Li et al In the 
Examiner's Answer, two motivations were proposed for the first time in support of that combination 
of references: 

In this case connecting the first network device to the subnet based on configuration 
information for the subnet detected by the first network device is to achieve the 
retrieving of the configuration data from any location by configuring the existing 
infrastructure of the network and it will result in reducing the financial burden by 
upgrading the existing infrastructure, also reducing the latency in terms of reducing 
the congestion in the network. 

Paper No. 19, pages 10-11. As best as the above-quoted language can be understood, the 

combination of Monot and Li et al is argued as being motivated by (a) cost-efficiency in upgrading 

existing network infrastructure and (b) reducing latency of operation. However, the first proposed 

motivation assumes a feature not evident from the cited references—that is, auto-configuration of a 

new network device being added to a subnet based on detection of configuration information for the 

subnet that is~apparently~downloaded from any location in the subnet. As noted in the appeal brief, 

Monot merely teaches an iterative process for selecting parameter values from a predefined range 

of values already known to the device by testing each value within the range, while Li et al teaches 

downloading defined configuration information that must be manually defined, resulting in no 

cost-efficiency for upgrades. More significantly, as also noted in the appeal brief, neither reference 

teaches or suggests that configuration data might be retrieved from gri^ location as asserted in the 
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final Office Action and the Examiner's Answer. The cited references simply do not contain the 
teachings attributed to them. 

The second proposed motivation for combining Monot and Li et al ("reducing the latency in 
terms of reducing the congestion in the network") has no logical relevance to auto-configuration of 
a new network device. Addition of more network resources will reduce latency and congestion in 
a network regardless of whether the additional resources are auto-configured or manually configured. 
The second proposed motivation thus merely relates to the incentive to add additional network 
devices to the subnet, and does not provide an incentive for achieving the subject matter of the 
claims. 

II. The Examiner's Answer fails to address reasonable expectation of success. 

The Examiner's Answer fails to address the absence of support within the references for a 
reasonable expectation of success in combining the references as proposed to achieve the claimed 
invention. As noted in the appeal brief, Monot and Li et al are directed at different problems 
(selecting parameters for a communications protocol versus IP address configuration), such that 
successful combination is not apparent. 

In particular, there is no suggestion in the references that the "probes" (packets, messages, 
frames, datagrams) employed in Monot are suitable for determining the same types of configuration 
information (domain name, IP address block) contained within the configuration file in Li et al 
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III. Anticipation does not encompass "parallel" concepts and functionality. 

As previously noted, Monot teaches identifying suitable parameter values within an initial 
set for a communications protocol employed within network of previously-defined configuration, 
such as: packet sequence modulo ("8" or "128"); bit fields identifying which X.25 protocol facilities 
are supported; and Maximum Frame Size number. Monot, column 5, lines 62 through column 6, line 
14. The system of Monot does NOT relate to configuration information for a subnet, such as IP 
subnet mask, Dynamic Host Configuration Protocol (DHCP) forwarding data, DHCP server address, 
virtual local area network (VLAN) tag identifications, types, protocols, addresses and port-to- VLAN 
mappings, Spanning Tree Group information; Smple Network Management Protocol (SNMP) server 
addresses, Open Shortest Path First (OSPF) timer information, Routing Information Protocol (RIP) 
broadcast timer information; and/or Virtual Router Redundancy Protocol (VRRP) information. 

In fact, Monot specifically distinguishes the "general parameters" represented by subnet 

configuration information as NOT being established by the automatic configuration program, but 

are manually configured instead: 

The user, such as a systems administrator, executes the configuration package 160 
on the DTE 110 and manually configures 400 general parameters. General 
parameters are those for which a value is not established by the automatic 
configuration program 140, either because they cannot be established automatically 
based on an analysis of the protocol standard, or because the specific implementation 
of the program does not determine them. General layer 2 parameters may include, 
for example, the type of layer, such as LAP-B, LAP-D, and the like. General layer 
3 parameters may include, for example, the local address of the DTE 1 10, such as its 
X.121 address or E.164 telephone number, the type of layer 3 protocol, such as 
X.25-3, Q.961, Q.933 and the like. The systems administrator thus also manually 
configures 402 layer 2 parameters for which a value is not established by the 
automatic configuration program 140. These steps provide the systems administrator 
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the opportunity to complete and customize the configuration process if required. In 
some cases it is anticipated that the systems administrator configures very few 
parameters at all, such as X. 121 address. 

Monot column 4, lines 40-60. The subnet configuration information (i.e., supported protocols, 

addresses and masks, and routing information) that is claimed is differentiated by Monot. 

Moreover, the Examiner's Answer asserts that the operational parameters of Monot and the 

configuration information of the claims "are parallel to each other" in concept and functionality. 

Paper No. 19, page 14. Such similarity is insufficient to establish anticipation of the claim element 

absent a showing of (a) a motivation for extending the concept and functionality of the cited 

reference to encompass the "parallel" subject matter, and (b) a reasonable expectation of success in 

such extension of the concept and functionality of the cited reference. Neither showing has been 

established in this application. 

IV. The meaning of "probing" has no relevance to whether the references teaches detection 
of configuration information for the subnet or configuration information for the device. 

In response to Appellant pointing out that Monot and Li et al both relate to configuration 

information of a new device rather than of a subnet to which the new device is being added as recited 

in the claims, the Examiner's Answer argues that "probing in the field of networking can be 

described as detecting configuration information for the network." This is an attempt to define a 

word to carry a meaning not supported by the references. Neither reference teaches detecting the 

configuration information for the subnet to which a new device is being added. Instead, both relate 

to configuration information for the new device for operability with the subnet. Neither reference 

supports the "definition" of probing that is proposed. 
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V. The cited references do not contain the teachings asserted in the Examiner's Answer. 

The Examiner's Answer asserts: "that configuration attributes can be easily related to 
parameter values by using probes"; "that probes detect any change in the value or parameters related 
to device by acting as part of the function of the protocol parameter ... the automatic configuration 
program determines from the probe"; and "that configuration attributes for operably connecting the 
first network device to the Internet based on configuration information for the subnet detected by the 
first network device hold the same meaning as to the configuration file contains all of the 
configuration needed by the customer to configure his Internet access device for the customer desired 
level of service . . . , where configuration file as to configuration attributes." Paper No. 19, pages 
12-13. However, none of these assertions are supported by the teachings of the cited references. 
In addition, these assertions are irrelevant to anticipation of the claim features. 

VI. Claim 29 is argued as patentable in the Appeal Brief, 
The Examiner's Answer states: 

Applicant didn't raise issue in regards to claim 29, therefore examiner accepted that 
application agreed with the Examiner's rejection. It is right to say that claim 29 is 
not patentable. 

Paper No. 19, page 15. Actually, the final rejection fails to explicitly identify independent claim 29 
as a claim rejected by the combination of Hansen and Li et al The obviousness rejection citing 
Hansen and Li et al identifies claims 1-6, 15-20, 30-34, 43^8 and 57-62, but not independent 
claim 29. Paper No. 15, page 3. The final rejection only mentions independent claim 29 in passing, 
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as part of a group of paragraphs discussing various dependent claims rejected over the combination 
of Hansen and Li et al. Paper No. 15, pages 4-5. 

Regardless, patentability of independent claim 29 is specifically argued as part of the claims 
of Group B within the appeal brief. See Appellant's Brief on Appeal at page 9. 
VII. The Examiner's Answer fails to address numerous points raised in the Appeal Brief, 

The Examiner's Answer fails to address the inapplicability of Richmeyer et al as a prior art 
reference, and the distinguishing claim features identified for Groups E through K in the appeal brief. 
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CONCLUSION 



None of the cited references, taken alone or in combination, depict or describe all features 
of the invention claimed in Groups A-K. Therefore, the rejections under 35 U.S.C. § 103 are 
improper. Appellant respectfully requests that the Board of Appeals reverse the decision of the 
Examiner below rejecting pending claims 1-70 in the application. 
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